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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1-8 have been considered but are 
moot in view of the new ground(s) of rejection. 

Double Patenting 

Applicant is advised that should claims 1-4 be found allowable, claims 5-8 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
DeMartin et al (US 6,226,672). 

3. Regarding claims 1 and 5, DeMartin teaches a system for the distribution of 
audio and video files, comprising a central database with audio or video files, local 
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processing means for processing and playing of the audio and video files (See Fig. 1 
Fig. 3 and Col. 3 lines 44-Col. 4 lines 36, Col. 6 lines 11-20 (20) is local processing 
means, Expert 24 or another user is a central database); a transmission network for the 
transmission of the audio or video files from the central database to the local processing 
means (See Fig. 1 Fig. 3 and Col. 3 lines 44-Col. 4 lines 36, Col. 6 lines 11-20 Internet 
(10) is a network); a processor for selecting a collection of files from the database by 
means of a selection algorithm and storing that selection in a selection file, as well as 
for transferring, via the transmission network to the local processing means of a 
subscriber, replicas of both the selection file and the selected files themselves, the local 
processing means playing the selected files via playing means, under control of the 
selection file (See Col. 5 lines 17-51 Script file controls the playing of the files. Actual 
files can be transmitted across the network Col. 6 lines 35-52). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeMartin in view of Payton (US 5,790,935). 

5. Regarding claim 2 and 6, DeMartin fails to disclose a system wherein the 
processor periodically replaces, under control of a refreshing algorithm, part of the 
collection of selected files by files which are selected once again from the database. In 



Application/Control Number: 09/807,869 Page 4 

Art Unit: 2617 

a similar endeavor Payton teaches a system wherein the processor periodically 
replaces, under control of a refreshing algorithm, part of the collection of selected files 
by files which are selected once again from the database (See Col. 6 lines 51-67, Col. 7 
lines 1-12). Thus, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify DeMartin so that the processor periodically 
replaces, under control of a refreshing algorithm, part of the collection of selected files 
by files which are selected once again from the database as taught by Payton to provide 
the user with new content. 

6. Regarding claim 3 and 7, DeMartin fails to disclose wherein the processor 
selects, on the basis of one or more selection algorithms, different collections of files 
and stores these selections in different selection files, which are transferred to the local 
processing means via the transmission network, the local processing means comprising 
a local selection device for selecting, according to the desire of the subscriber, one of 
those different selection files. In a similar endeavor, Payton teaches a system wherein 
the processor selects, on the basis of one or more selection algorithms, different 
collections of files and stores these selections in different selection files, which are 
transferred to the local processing means via the transmission network (See Col. 6 lines 
26-31 The user has a list of recommended items and a list of other items), the local 
processing means comprising a local selection device for selecting, according to the 
desire of the subscriber, one of those different selection files (See Col. 6 lines 26-31 
There is a list of recommended items and a list of other available items). Thus, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
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to modify DeMartin so that the processor selects, on the basis of one or more selection 
algorithms, different collections of files and stores these selections in different selection 
files, which are transferred to the local processing means via the transmission network, 
the local processing means comprising a local selection device for selecting, according 
to the desire of the subscriber, one of those different selection files to give the 
subscriber different content options. 

7. Regarding claim 4 and 8, DeMartin fails to disclose wherein the local selection 
device stores consecutive choices made by the subscriber, in a log file, the processor 
reading out the selections stored in the local selection device and periodically replacing 
part of the collection of selected files by files selected once again from the database. In 
a similar endeavor, Payton teaches the system wherein the local selection device stores 
consecutive choices made by the subscriber, in a log file, the processor reading out the 
selections stored in the local selection device and periodically replacing part of the 
collection of selected files by files selected once again from the database (See Col. 6 
lines 40-67, Col. 7 lines 1-12 User profiles which include information about which items 
were used are sent to the central distribution server this information is used to send a 
user an updated list). Thus, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify DeMartin to have a log file so that the 
expert would have more information when making the play list. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jamieson W. Fish whose telephone number is 571-272- 
7307. The examiner can normally be reached on Monday-Friday, 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Kelley can be reached on 571-272-7331. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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